Master Interinstitutional Agreement To Manage Inventions 

Funded By  The Great Lakes (Region V) Regional Center For Excellence 
 
This interinstitutional agreement (“Agreement”) is by and among each RCE Member Institution of the Great Lakes (Region V) Regional Center of Excellence for Biodefense and Emerging Infectious Diseases Research, and is effective as to such RCE Member Institution on September 4, 2003 (hereinafter the "Effective Date").
A. The RCE Member Institutions are engaged through the RCE in certain collaborative research endeavors funded by the National Institutes of Health (“NIH”) through its National Institute of Allergy and Infectious Diseases. 
B. The RCE Member Institutions desire to facilitate the commercialization and protection of Intellectual Property generated by any RCE funded research.


In consideration of the mutual promises set forth in this Agreement, and for other good and valuable consideration, the receipt and sufficiency of which each RCE Member Institution acknowledges, the RCE Member Institutions agree as follows:

ARTICLE 1 DEFINITIONS

1.1 "RCE Member Institutions" are the institutions executing and delivering a counterpart of the signature page attached hereto. 

1.2 “RCE” means the Great Lakes (Region V) Regional Center of Excellence for Biodefense and Emerging Infectious Diseases Research.

1.3 "Jointly Created Intellectual Property" means copyrightable material and inventions created with RCE funding and jointly owned by two or more RCE Member Institutions.
1.4 "Revenues" means all fees, royalties and other compensation of any kind, but not including sponsored research, collected from licensing any Jointly Created Intellectual Property.

1.5 "Lead Institution" means the party primarily responsible for managing the protection and the commercialization efforts for Jointly Created Intellectual Property, and government reporting if applicable.
ARTICLE 2 INSTITUTIONAL RESPONSIBILITIES

2.1
RCE Member Institutions have or shall have separate agreements with their respective employees to assign all right, title and interest in Jointly Created Intellectual Property and any Subject Invention and Subject Copyright Material (as delineated in the NIH grant) to their institutions. 

2.2
This Agreement does not preclude employees from receiving from their respective institutions their share of Revenues, if any, specified under the respective policies of each RCE Member Institution or under such other agreements that may exist between employees and their respective institutions. No RCE Member Institution shall be responsible for another RCE Member Institution's obligations to its employees.
2.3  
A copy of any Jointly Created Intellectual Property and any Subject Invention and Subject Copyright Material (as delineated in the NIH grant) disclosed to any RCE Member Institution shall be distributed to (1) any other RCE Member Institution that may have an ownership interest in said invention or material at the address specified on the signature page, and (2) the Executive Board of the RCE at the address specified in Article 5.  

ARTICLE 3 MANAGEMENT 

3.1 Inventorship for inventions and coauthorship for copyrightable works shall be determined according to U.S. law. 
3.2 When Jointly Created Intellectual Property arises, the relevant RCE Member Institutions agree to negotiate in good faith a separate interinstitutional agreement addressing at least the following: (1) which will be the Lead Institution; (2)  the allocation of expenses; (3) the allocation of Revenues. (Each RCE Member Institution will then be responsible to distribute Revenues to employees pursuant to Section 2.2); (4) the invoicing of expenses; (5) reservation of rights for the respective RCE Member Institutions; (6) a procedure to relinquish rights.  A copy of any such executed separate interinstitutional agreement will be forwarded to the Executive Board of the RCE at the address specified in Article 5.  A model agreement for discussion purposes is attached as Schedule B. 
3.3 If the relevant RCE Member Institutions cannot agree within 90 days to an interinstitutional agreement as specified in Article 3.2 above, the issue will be presented to the Executive Board of the RCE for guidance and recommendations.  
ARTICLE 4 TERM


This Agreement, and the obligations of each RCE Member Institution shall continue until as long as an RCE Member Institution is funded by the RCE.  

ARTICLE 5 NOTICES 



Any communication required or permitted under this Agreement shall be made in writing and sent to such party, postage prepaid, addressed to it as set out below, or as it shall subsequently be designated by notice to the other party. Communications or notices shall be addressed as follows:

In the case of Executive Board of the RCE, the communication or notice shall be addressed to:

Executive Board 
c/o Associate Director
Great Lakes (Region V) Regional Center for Excellence in Biodefense and Emerging Infectious Disease Research 
University of Chicago
920 E. 58th St, Chicago IL 60637

FAX:  (773) 834 8150

In the case of communications to specific RCE Member Institutions, communications or notices shall be addressed as specified on the signature pages.

Schedule A
To show their agreement, the parties have executed duplicate original counterparts of this agreement: by having their authorized representatives sign below.

Institution:  

_________________________________________ 

Signature: 

_________________________________________

Date:

_________________________________________

Printed Name and Title: _____________________________________
Address:

_________________________________________




_________________________________________





_________________________________________





_________________________________________





_________________________________________

Schedule B
DRAFT Model Interinstitutional Agreement for Patent Rights Only
Agreement No. _________ 

This draft is dated ______________, _____, and is solely for purposes of negotiation. No contract shall exist until a final, written agreement is signed by each parties or an authorized representative. This draft shall expire on _______________, _____. 

Inter-Institutional Agreement 
for
Lead Party Ref.: __________

Institution  Ref.: ___________ 
[Title of Invention Disclosure]

This Inter-Institutional Agreement (“Agreement”), is effective as of the  ___ day of , 200_____ (the “Effective Date”), between ________   (hereinafter “Lead Party”), having an address at and ______________ (hereinafter “Institution”), having an address at _________. 
WHEREAS, the Patent Rights are owned jointly by Lead Party and Institution; 

WHEREAS, Lead Party and Institution wish to enter into this Agreement to establish a means for filing and prosecuting the Patent Rights, for administering and licensing the Patent Rights, and for sharing income derived from licensing of the Patent Rights; 

NOW, THEREFORE, the parties agree as follows: 

Section 1. Definitions. 
A. “Invention” shall mean a Subject Invention jointly conceived or made by Lead Party and Institution under RCE funded research.   
B. “Patent Rights” shall refer to and mean all patent applications, patents, reissues, divisionals, continuations, and continuations-in-part (“CIP”) in the Licensed Territory claiming the Invention or any part thereof. 

C. “License Agreement” or “License Agreement(s)” shall mean any agreement(s) entered into by Lead Party on behalf of Institution and Lead Party that grants a Licensee the right to practice the Invention. 

D. “Licensed Territory” shall mean the United States and those countries in which Lead Party and the Institution have mutually agreed to file patent applications. 

E. “Licensee” or “Licensees” shall mean any party that enters into a License Agreement with Lead Party. 

F. “Income” shall mean any payments, including equity or in-kind, received by Lead Party under the terms of a License Agreement in consideration for Patent Rights, whether as royalties or fees from a License Agreement. 

G. “Administration Fee” shall mean a fee equal to _______ percent (__%) of Income to be retained by Lead Party pursuant to Section 3B as consideration for securing and administering License Agreements. 

H. “Net Revenues” shall mean Income less the Administration Fee. 

Section 2. Grant. 

A. Patent Rights. 

(i) Institution grants to Lead Party the exclusive right to prepare, file, prosecute, maintain, reexamine, and reissue Patent Rights. Lead Party shall have sole discretion to make decisions with respect thereto after consultation with Institution. 

(ii) Lead Party is obligated to file a United States patent application on the Inventions and Lead Party and Institution shall mutually agree in which foreign countries Lead Party shall file foreign patent applications on the inventions. Lead Party reserves the right to file foreign patent applications in jurisdictions other than those agreed to by Institution at its own expense; however, any income generated in such jurisdictions shall be excluded from Income shared under this Agreement. 

(iii) During the term of this Agreement, neither party will assign its undivided interest in the Patent Rights without the prior, written consent of the other party. 

B. Licensing. 

(i) Institution grants to Lead Party the exclusive right to negotiate, execute, administer, and enforce License Agreements after consultation with Institution. 

(ii) Lead Party will seek one or more Licensees for the commercial development of Patent Rights and will administer all License Agreements. 

Section 3. Consideration. 

A. Patent Rights. 

(i) In consideration for rights granted in Sections 2A(i) and 2B(i), Lead Party shall pay to Institution _______ percent (___%) of all Net Revenues derived from License Agreements granted in the Licensed Territory. 

(ii) In consideration for Sections 2A(ii) and 2B(ii), Institution shall pay to Lead Party __________ percent (___%) of the actual costs of filing, prosecuting and maintaining Patent Rights in the Licensed Territory within thirty days of receiving an invoice from Lead Party evidencing such costs. 

B. Administration Fee. 

In consideration for securing and administering License Agreements under Section 2B, Lead Party shall be entitled to retain an Administration Fee of ______ percent ( __%) of any Income generated prior to paying Institution pursuant to Section 3A(i). 

C. Accounting; Payments. 

(i) During the term of this Agreement, each party will be solely responsible for calculating and distributing its share of Net Revenues to its respective Employees in accordance with its own policy. 

(ii) In licensing Patent Rights, Lead Party may include rights under other patents and/or other proprietary rights to which Lead Party owns a part of or all right, title and interest, or include in other licenses certain Patent Rights, which licenses may be directed primarily to other invention subject matter or technology than that contemplated in this Agreement. In such event, Lead Party  shall have the authority to assign relative values to Patent Rights, and other patent and/or other proprietary rights as are included in any such license. The portion of the gross receipts from royalties received by Lead Party under any such license, which shall be Income hereunder to be divided with Institution as provided in Section 3A(i), shall be determined in accordance with such relative values assigned to Patent Rights in proportion to the total value represented by all patent rights and/or proprietary rights which are included within such license. 

Section 4. Warranties and Representations. 

A. Lead Party warrants and represents that the Lead Party Employee(s) has/have assigned to Lead Party all of his or her/their right, title and interest in and to any and all Patent Rights. 

B. Institution warrants and represents that the Institution Employee(s) has/have assigned to Institution all of his or her/their right, title and interest in and to any and all Patent Rights. 

C. Institution warrants and represents that Institution has not granted any licenses or other rights to any other party other than the U.S. Government under any Patent Rights. 

D. In the event either party now or in the future holds or acquires an interest in technology that can compete in the marketplace or otherwise with all or any part of any inventions or patents held by either of the parties, whether as a consequence of this Agreement or otherwise, the parties hereto agree that each of them may so proceed in their efforts to commercialize their technology (other than the Patent Rights) as, in their sole and best judgment, each deems appropriate. Furthermore, this Agreement in no way restricts either party from cooperating with or receiving cooperation from other public and private agencies, organizations, and individuals with respect to any of the normal activities of either of the parties. 

Section 5. Records and Reports. 

Lead Party will keep account of all Income received by it from each Licensee of Patent Rights and Lead Party will pay to Institution its share of Net Revenues due under this Agreement every 12 months by September 30 for the preceding period beginning July 1 and ending June 30. 

Section 6. Term and Termination 
A. This Agreement is effective from the date recited on page one and will remain in effect until the earlier of: (i) the expiration of the last-to-expire patent under Patent Rights, or (ii) the date three (3) years after the Effective Date of this Agreement if no License Agreement is entered into by the Lead Party. 

B. If either party at any time defaults in the timely payment of any monies due to the other or commits any breach of any other covenant herein contained, and such party fails to remedy any such breach or default within ninety (90) days after written notice thereof by the non-breaching party, this Agreement shall terminate and each party shall be free to license the technology in accordance with United States Patent Law and subject to any extant licenses.  However, in the event of termination, Institution hereby agrees that it shall not have the right to license in territories where it elected not to pay its share of the patent costs. 

C. Any termination of this Agreement will not affect the rights and obligations set forth in Sections 6B and 8. 

Section 7. Assignability. 

This Agreement binds and inures to the benefit of the parties, their successors or assigns, but may not be assigned by either party except to a successor operator of a Federal laboratory without the prior written consent of the other party, which consent will not be unreasonably withheld. 

Section 8. Confidentiality. 

A. Lead Party and Institution, respectively, will maintain the other party’s proprietary information relating to the Invention or the Patent Rights, including the business, licensing, patent prosecution, software, engineering drawings, process and technical information relating thereto (“Proprietary Information”) in confidence using reasonable procedures at least as stringent as those used by the party to protect its own Proprietary Information of a like nature for a period from the date of disclosure until five years after the date of termination of this Agreement. Either party shall have the right to disclose the other party’s Proprietary Information to the extent such disclosure is necessary or appropriate to the conduct of such party’s obligations hereunder. 

B. Nothing contained herein will in any way restrict or impair the right of Lead Party or Institution to use, disclose, or otherwise deal with any Proprietary Information: 

(i) that recipient can demonstrate by written records was previously known to it;

(ii) that is now, or becomes in the future, public knowledge other than through acts or omissions of recipient;

(iii) that is lawfully obtained without restrictions by recipient from sources independent of the disclosing party; 

C. Nothing contained herein will in any way restrict or impair the right of Lead Party or Institution to disclose Proprietary Information: 

(i) to a governmental entity or agency to the extent such disclosure is required in connection with seeking any governmental or regulatory approval, or is otherwise required by law; 

(ii) to another party, Licensees, or potential Licensees, with similar confidentiality restrictions imposed on the other party, as evidenced in writing; or 

(iii) in accordance with the Public Records Acts or other applicable laws. 

Section 9. Legal Actions. 

A. Legal actions shall be coordinated among the parties.
Section 10. Use of Names. 
Neither party may use the name of the other party in any way for advertising or publicity without the express written consent of the other party, provided, however, that Lead Party has the right to use the name of Institution within the context of a License Agreement. 
Section 11. Notices. 

Any notice or payment required to be given pursuant to the provisions of this Agreement will be deemed to have been properly given if delivered, in writing, in person, or mailed by first-class certified mail to the following addresses, or another address as may be designated in writing by the parties from time to time during the term of this Agreement: 

To Lead Party:

To Institution:

To RCE:

Executive Board 

c/o Associate Director
Great Lakes (Region V) Regional Center for Excellence in Biodefense and Emerging Infectious Disease Research 
University of Chicago
920 E. 58th St, Chicago IL 60637

FAX:  (773) 834 8150

Section 12. United States Government Interests. 

It is understood that the United States Government (through any of its agencies or otherwise) funded research, during the course of or under which the inventions of the Patent Rights were conceived or made. Therefore, the United States Government is entitled, as a right, under the provisions of 35 U.S.C. § 200-212 and applicable regulations of Chapter 37 of the Code of Federal Regulations, to a nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced the invention of such Patent Rights for governmental purposes. Any license granted to a Licensee shall be subject to such right. 

Section 13. Miscellaneous. 

If any provisions of this Agreement are or shall come into conflict with the laws or regulations of any jurisdiction or any governmental entity having jurisdiction over the parties or this Agreement, those provisions shall be deemed automatically deleted, if such deletion is allowed by relevant law, and the remaining terms and conditions of this Agreement shall remain in full force and effect. If such a deletion is not so allowed or if such a deletion leaves terms thereby made clearly illogical or inappropriate in effect, the parties agree to substitute new terms as similar in effect to the present terms of this Agreement as may be allowed under the applicable laws and regulations. The parties hereto are independent contractors and not joint venturers or partners. 

Section 14. Integration. 

This Agreement constitutes the full understanding between the parties with reference to the subject matter hereof, and no statements or agreements by or between the parties, whether orally or in writing, except as provided for elsewhere in this Section 14, made prior to or at the signing hereof, shall vary or modify the written terms of this Agreement. Neither party shall claim any amendment, modification, or release from any provisions of this Agreement by mutual agreement, acknowledgment, or otherwise, unless such mutual agreement is in writing, signed by the other party, and specifically states that it is an amendment to this Agreement. 

Section 15. Authority. 

The persons signing on behalf of Lead Party and Institution hereby warrant and represent that they have authority to execute this Agreement on behalf of the party for whom they have signed. 

IN WITNESS WHEREOF, the parties hereto have duly executed this Agreement on the dates indicated below. 

Lead Party: ______________________
By:____________________________________ Date: ____________, 

Title: _______________________________

INSTITUTION: _____________________ 

By:____________________________________ Date: ____________, 
Title: __________________________________
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