Great Lakes RCE Intellectual Property Plan


On September 4, 2003, the National Institute of Allergy and Infectious Diseases (NIAID) established eight Regional Centers of Excellence (“RCE”s), identified by the United States Department of Health and Human Services as an essential component of the government’s strategic plan for biodefense and emerging infectious diseases research. The Region V Great Lakes Regional Center of Excellence for Biodefense and Emerging Infectious Diseases Research (“GLRCE”) is one of the eight regional centers, led by the University of Chicago. The mission of the Great Lakes RCE (GLRCE) is to foster and sustain a productive research environment in which academic divisions overlap in their interests, interrelate and thrive on collaboration.  The goal is to stimulate and support scientific discovery and its applications, thereby achieving effective measures to prevent, moderate, or treat infectious diseases.  To meet this challenge, the GLRCE supports the development of, access to, and use of state-of-the-art technologies through common shared user facilities, and also maintains a collaborative research environment that links together members with their colleagues and with technological resources so that they can work together with the same ease and flexibility in sixteen institutions as if residing in a single one.  Moreover, the Great Lakes RCE is committed to a strong translational research program that will assure that the next generation of therapeutics, vaccines and diagnostics are made available to the public in a timely and safe manner, and to facilitate collaboration that will enhance linkages and partnerships with other RCEs and industry.  


The infrastructure of the GLRCE was designed with these goals in mind.  The GLRCE has a configuration of advisory committees.  An internal GLRCE Executive Board is the primary governing entity and is comprised of representatives from each member institution of the GLRCE.  The GLRCE also elicits guidance from an External Scientific Advisory Committee and a Board of Industrial Partners to assure that appropriate research tools and intellectual property are identified, protected, shared, and commercialized. Formal policies regarding sharing of scientific data among GLRCE collaborators, receipt and dissemination of biomedical research materials among GLRCE collaborators, and access to such materials from and to the general scientific research community will be developed by the Executive Board, with advice and consultation from the External Scientific Advisory Committee. The Board of Industrial Partners provides general counsel and insight about timely commercialization of GLRCE intellectual property. 

In addition to the standard subagreement terms and conditions, the subagreements with GLRCE collaborating institutions comply with the Bayh-Dole rights and obligations of the collaborating institutions and other NIH funding guidance.  All collaborating GLRCE institutions and investigators will be expected to share research resources among the collaborative efforts and use all means of dissemination, in accordance with the basic principles of academic freedom. The policies and procedures developed by the GLRCE for the sharing of research tools are guided by and in accordance with the “Principles and Guidelines for Recipients of NIH Research Grants and Contracts on Obtaining and Disseminating Biomedical Research Resources” (Federal Register, December 1999).  Further, GLRCE investigators and participating GLRCE institutions assure that any Sponsored Research Agreements with commercial entities reflect due consideration of NIH’s Guidance for developing sponsored research agreements with commercial organizations (Federal Register, November 1994).

Intellectual property owned by participating institutions prior to the formation of the GLRCE will remain the sole property of the individual institution, and will be subject to each institution’s intellectual property policies, which are already in compliance with academic standards and the requirements of the Bayh-Dole Act.  Each institution has an organization that provides intellectual property management and licensing.  At the University of Chicago, the Office of Technology & Intellectual Property (UCTech) oversees patenting and licensing and develops appropriate relationships with businesses to develop and commercialize technology and intellectual property.


Upon notification of grant award in September, 2003, UCTech contacted its counterparts at the collaborating institutions to establish a network of IP management tools and commercialization prospects, including the identification of pre-existing technology and current commercialization status.  UCTech worked together with the technology transfer offices from the other institutions and created an Intellectual Property Plan.  UCTech also worked closely with the divisional and central University offices, such as the Office of Research Services in the Division of Biological Sciences and the University Research Administration, to assure that academic principles and compliance with NIH and other Federal requirements for sharing of research resources are not compromised in the process of commercial relationships.  


The Intellectual Property Plan of the GLRCE assures access to new technologies to collaborating investigators and provides for appropriate disclosure and protection of the intellectual property for timely and effective commercialization opportunities.  The Intellectual Property Plan is executed by three documents: a Confidentiality Agreement, a Materials Transfer Agreement, and an Inter-Institutional Agreement for cooperation amongst institutions in intellectual property matters, and together these documents establish the parameters for the management of intellectual property and confidentiality for the participants of the Great Lakes RCE as well as outline the legal liabilities for the member institutions.  In December of 2003, these documents were executed by the member institutions of the GLRCE.  Further, new member institutions seeking GLRCE funding will be expected to comply with the GLRCE Intellectual Property Plan as a condition for the award.  


The Confidentiality Agreement ensures that all GLRCE researchers can freely exchange information among institutions without this activity resulting in a patent bar.  The agreement thus specifies that institutions receiving information (including all research results) do not further disseminate it outside the GLRCE laboratories without the permission from the disclosing institution.  This includes, but is not limited to, information received electronically, by teleconference or at GLRCE scientific meetings.  However, control of publication of research results rests solely with the member institution. The participating GLRCE institutions’ policies for dissemination of intellectual property through commercial organizations does not permit commercialization agreements to contain impediments that would compromise the ability of GLRCE investigators to have unhampered access to research resources in GLRCE-related research or to participate fully in collaborations with other researchers.


A uniform Materials Transfer Agreement (MTA) will accompany all exchanges of institutional materials generated solely from GLRCE funded research among GLRCE institutions in order to expedite the distribution of reagents and other research tools among the collaborators.  Upon expiration of the GLRCE or termination from membership in the GLRCE, these materials remain subject to the terms of the MTA.


The Inter-Institutional Agreement assures cooperation amongst the institutions in intellectual property matters, in order that GLRCE intellectual property is protected and commercialization objectives are maximized.   Appended to the master Inter-Institutional Agreement, is a UCTech draft agreement for jointly owned inventions that may be used following invention disclosures that involve GLRCE funded research.  The master Inter-Institutional Agreement describes the management of intellectual property generated as a result of GLRCE funded research.  It defines the process for reporting new inventions arising from the GLRCE consortium projects and the coordination of patent filing, patent licensing and IP management for these inventions.  It addresses the ownership of inventions, including the assignment of appropriate IP rights to inventors and their institutions, and management and funding of sole or joint inventions generated through GLRCE funded research.  Further, it states that, as the GLRCE is funded by the NIH, the United States government retains the right to a nonexclusive paid up license to practice or have practiced the invention of such Patent Rights for governmental purposes. Upon expiration of the GLRCE consortium or termination of an institution from membership in the GLRCE, intellectual property generated from GLRCE funded research remains subject to the terms and conditions of these agreements.  The Inter Institutional Agreement also defines the mechanism for the resolution of disputes over the ownership of intellectual property.  Briefly, if the relevant member institutions cannot agree within 90 days of the disclosure of intellectual property to the GLRCE Executive Board, the matter will be presented to the Executive Board for guidance and recommendations. 


In summary, it is the intent of the Region V Great Lakes RCE investigators and their host institutions to manage intellectual property in manners that promote scientific productivity among colleagues and to assure that emerging biomedical advances arising from the GLRCE research programs are brought to the public good through timely and effective technology transfer mechanisms. Through the establishment of inter-institutional agreements, UCTech has developed relationships with other GLRCE institutions and will work together with them to assure that the GLRCE programmatic goals and objectives are effected.   

